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1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 29-32, 34-35, 38-45, 48-49, 52-54 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 48 contains the trademark^trade name STYROFOAM. Where a trademark 
or trade name is used in a claim as a limitation to identify or describe a particular 
material or product, the claim does not comply with the requirements of 35 U.S.C. 112, 
second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The 
claim scope is uncertain since the trademark or trade name cannot be used properly to 
identify any particular material or product. A trademark or trade name is used to identify 
a source of goods, and not the goods themselves. Thus, a trademark or trade name 
does not identify or describe the goods associated with the trademark or trade name. In 
the present case, the trademark/trade name is used to identify/describe a light, resilient 
polystyrene plastic and, accordingly, the identification/description is indefinite. 

3. Claims 30 and 53 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap between 
the elements. See MPEP § 2172.01. The omitted elements are: The claims are 
directed to a marker system however all that is claimed is the marker. The optical 
imaging apparatus is not a positively recited element in that the only reference to it is 
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that the markers are detectable or viewable by the imaging apparatus, the imaging 
apparatus is not positively claimed until claims 52 and 54. The claims appear to need to 
have the imaging apparatus positively claimed in order to claim a complete system and 
not just the marker. 

In claim 53 the two or more reflective markers have "known relative positioning" but it 
does not state what the positioning is relative to, i.e. relative to each other, the body, the 
marker block. Similarly with claim 40. In claim 42, "said one or more optical imaging 
apparatus" lacks positive antecedent basis, as discussed above the imaging apparatus 
is not a positively claimed element. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 29-31, 34-35, 38-45, 49, 52-54 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Josefsson et al (A flexible high-precision video system for 
digital recording of motor acts through lightweight reflex markers) in view of Leis 
(6,061,644). 

Josefsson et al discloses retro-reflective markers and teaches (page 121) that the 
markers can be spherical or half-spherical (hemispherical). The markers use an 
imaging apparatus (CCD video camera) to detect the markers and make sure they are 
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positioned properly. The processing is also discussed as being done in real-time. 
Josefsson et al discloses the claimed device except specifically teaching the marker 
having two or more reflective elements or reference locations or the use of a marker 
block. Leis discloses a system for determining position and orientation of a body using 
retro-reflective markers. Leis discloses (column 3, lines 55-67) the use of a rigid body 
(11), which is considered to be a marker block, and the body contains a plurality (at 
least two) retro-reflective point markers, which is considered to meet the limitations of 
two or more reflective elements or reference locations. 

While Josefsson et al teaches a half-spherical marker which would inherently 
contain a block or some body to locate the markers on and also would inherently have 
at least two reflective elements or reference locations, Leis, as taught above, clearly 
shows that such elements are well known to be used with a retro-reflective marker. 
Therefore a modification of Josefsson et al to specifically include a block and at least 
two or more reflective elements or locations would have been obvious in view of Leis 
since Leis teaches that such markers using retro-reflective material is well known in the 
art. Further the use of a spherical or hemispherical shape would also inherently allow 
for the multiple markers or locations to be simultaneously detected by the imaging 
apparatus. 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claim 49 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claim 49 claims a positive connection to the body, i.e. a 
fixture that attaches to a patient body, language such as "adapted to attach" would 
correct the positive connection problem. 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 30-32, 48-49 and 52 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for having two reference locations on a 
surface area, does not reasonably provide enablement for both reference locations 
being simultaneously detectable by an imaging apparatus. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with these claims. 
The specification fails to support the limitation of how both locations are simultaneously 
detectable by the imaging apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Lacyk whose telephone number is 571-272- 
4728. The examiner can normally be reached on Mon-Fri, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eleni Mantis-Mercader can be reached on 571-272-4740. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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